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through 1.113 and 1.116, and will result
in the issuance of a reexamination cer-
tificate under §1.570.

(b) The patent owner will be given at
least thirty days to respond to any Of-
fice action. Such response may include
further statements in response to any
rejections or proposed amendments or
new claims to place the patent in a
condition where all claims, if amended
as proposed, would be patentable.

(c) The time for taking any action by
a patent owner in a reexamination pro-
ceeding will be extended only for suffi-
cient cause, and for a reasonable time
specified. Any request for such exten-
sion must be filed on or before the day
on which action by the patent owner is
due, but in no case will the mere filing
of the request effect any extension. See
§1.304(a) for extensions of time for fil-
ing a notice of appeal to the U.S. Court
of Appeals for the Federal Circuit or
for commencing a civil action.

(d) If the patent owner fails to file a
timely and appropriate response to any
Office action, the reexamination pro-
ceeding will be terminated and the
Commissioner will proceed to issue a
certificate under §1.570 in accordance
with the last action of the Office.

(e) The reexamination requester will
be sent copies of Office actions issued
during the reexamination proceeding.
After filing of a request for reexamina-
tion by a third party requester, any
document filed by either the patent
owner or the third party requester
must be served on the other party in
the reexamination proceeding in the
manner provided by §1.248. The docu-
ment must reflect service or the docu-
ment may be refused consideration by
the Office.

(1) The active participation of the re-
examination requester ends with the
reply pursuant to §1.535, and no further
submissions on behalf of the reexam-
ination requester will be acknowledged
or considered. Further, no submissions
on behalf of any third parties will be
acknowledged or considered unless
such submissions are:

(i) In accordance with §1.510; or

(ii) Entered in the patent file prior to
the date of the order to reexamine pur-
suant to §1.525.

(2) Submissions by third parties, filed
after the date of the order to reexam-

§1.555

ine pursuant to §1.525, must meet the
requirements of and will be treated in
accordance with §1.501(a).

(35 U.S.C. 6, Pub. L. 97-247)

[46 FR 29185, May 29, 1981, as amended at 49
FR 556, Jan. 4, 1984; 49 FR 48455, Dec. 12, 1984,
54 FR 29553, July 13, 1989; 62 FR 53201, Oct. 10,
1997]

§1.552 Scope of reexamination in reex-
amination proceedings.

(a) Patent claims will be reexamined
on the basis of patents or printed publi-
cations.

(b) Amended or new claims presented
during a reexamination proceeding
must not enlarge the scope of the
claims of the patent and will be exam-
ined on the basis of patents or printed
publications and also for compliance
with the requirements of 35 U.S.C. 112
and the new matter prohibition of 35
U.S.C. 132.

(c) Questions other than those indi-
cated in paragraphs (a) and (b) of this
section will not be resolved in a reex-
amination proceeding. If such ques-
tions are discovered during a reexam-
ination proceeding, the existence of
such questions will be noted by the ex-
aminer in an Office action, in which
case the patent owner may desire to
consider the advisability of filing a re-
issue application to have such ques-
tions considered and resolved.

§1.555 Information material to patent-
ability in reexamination proceed-
ings.

(a) A patent by its very nature is af-
fected with a public interest. The pub-
lic interest is best served, and the most
effective reexamination occurs when,
at the time a reexamination proceed-
ing is being conducted, the Office is
aware of and evaluates the teachings of
all information material to patentabil-
ity in a reexamination proceeding.
Each individual associated with the
patent owner in a reexamination pro-
ceeding has a duty of candor and good
faith in dealing with the Office, which
includes a duty to disclose to the Office
all information known to that individ-
ual to be material to patentability in a
reexamination proceeding. The individ-
uals who have a duty to disclose to the
Office all information known to them
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§1.560

to be material to patentability in a re-
examination proceeding are the patent
owner, each attorney or agent who rep-
resents the patent owner, and every
other individual who is substantively
involved on behalf of the patent owner
in a reexamination proceeding. The
duty to disclose the information exists
with respect to each claim pending in
the reexamination proceeding until the
claim is cancelled. Information mate-
rial to the patentability of a cancelled
claim need not be submitted if the in-
formation is not material to patent-
ability of any claim remaining under
consideration in the reexamination
proceeding. The duty to disclose all in-
formation known to be material to pat-
entability in a reexamination proceed-
ing is deemed to be satisfied if all in-
formation known to be material to pat-
entability of any claim in the patent
after issuance of the reexamination
certificate was cited by the Office or
submitted to the Office in an informa-
tion disclosure statement. However,
the duties of candor, good faith, and
disclosure have not been complied with
if any fraud on the Office was practiced
or attempted or the duty of disclosure
was violated through bad faith or in-
tentional misconduct by, or on behalf
of, the patent owner in the reexamina-
tion proceeding. Any information dis-
closure statement must be filed with
the items listed in §1.98(a) as applied to
individuals associated with the patent
owner in a reexamination proceeding,
and should be filed within two months
of the date of the order for reexamina-
tion, or as soon thereafter as possible.

(b) Under this section, information is
material to patentability in a reexam-
ination proceeding when it is not cu-
mulative to information of record or
being made of record in the reexamina-
tion proceeding, and

(1) It is a patent or printed publica-
tion that establishes, by itself or in
combination with other patents or
printed publications, a prima facie case
of unpatentability of a claim; or

(2) It refutes, or is inconsistent with,
a position the patent owner takes in:

(i) Opposing an argument of
unpatentability relied on by the Office,
or

(i) Asserting an argument of patent-
ability.

37 CFR Ch. | (7-1-98 Edition)

A prima facie case of unpatentability
of a claim pending in a reexamination
proceeding is established when the in-
formation compels a conclusion that a
claim is unpatentable under the pre-
ponderance of evidence, burden-of-
proof standard, giving each term in the
claim its broadest reasonable construc-
tion consistent with the specification,
and before any consideration is given
to evidence which may be submitted in
an attempt to establish a contrary con-
clusion of patentability.

(c) The responsibility for compliance
with this section rests upon the indi-
viduals designated in paragraph (a) of
this section and no evaluation will be
made by the Office in the reexamina-
tion proceeding as to compliance with
this section. If questions of compliance
with this section are discovered during
a reexamination proceeding, they will
be noted as unresolved questions in ac-
cordance with §1.552(c).

[57 FR 2036, Jan 17, 1992]

§1.560 Interviews in
proceedings.

(a) Interviews in reexamination pro-
ceedings pending before the Office be-
tween examiners and the owners of
such patents or their attorneys or
agents of record must be had in the Of-
fice at such times, within Office hours,
as the respective examiners may des-
ignate. Interviews will not be per-
mitted at any other time or place with-
out the authority of the Commissioner.
Interviews for the discussion of the
patentability of claims in patents in-
volved in reexamination proceedings
will not be had prior to the first offi-
cial action thereon. Interviews should
be arranged for in advance. Requests
that reexamination requesters partici-
pate in interviews with examiners will
not be granted.

(b) In every instance of an interview
with an examiner, a complete written
statement of the reasons presented at
the interview as warranting favorable
action must be filed by the patent
owner. An interview does not remove
the necessity for response to Office ac-
tions as specified in §1.111.

reexamination

§1.565 Concurrent office proceedings.

(a) In any reexamination proceeding
before the Office, the patent owner
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